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II. The 35 U.S.C. § 102 Rejections 

Claim 1 stands rejected under 35 U.S.C. § 102(b) as being clearly anticipated by 
Ibukuro, United States patent number 4,961,057 (hereinafter Ibukuro). Claim 25 stands 
rejected under 35 U.S.C. § 102(e) as being clearly anticipated by Meyer, United States patent 
number 6,049,251 (hereinafter Meyer). To anticipate a claim under 35 U.S.C. § 102, a 
reference must teach every element of the claim, see M.P.E.P. § 2131. 

In responding to the rejection of record as set forth in the Office Action mailed April 
24, 2002, Applicant pointed out that independent claim 1 recites *a high frequency response 
of said amplifier is maintained by selectively varying an adjustable capacitor on said second 
amplification stage." Applicant asserted that the AGC amplifier of Ibukuro does not maintain 
a high frequency response of the amplifier by varying an adjustable capacitor, but instead 
utilizes adjustment of the capacitor to adjust the amplifier gain to compensate for a variation 
in cable loss from a standard loss. In responding to Applicant's previous assertions, the 
Examiner opines the "Ibukuro clearly maintains the frequency response of the amplifier by 
taking into consideration the cable loss of the amplifier/* the final Office Action at page 5. 
Applicant respectfully asserts that varying the gain of an amplifier based upon the cable loss 
associated with an input signal does not teach or suggest maintaining the frequency response 
of the amplifier. 

The recited frequency response is with respect to the amplifier of claim 1. The phrase 
'"frequency response" has a clear and accepted meaning in the art that prevents reading of the 
AGC amplifier of Ibukuro, being adjusted for signal loss associated with a transmission cable 
coupled thereto, to meet the claim. For example, the Larousse Dictionary of Science and 
Technology defines frequency response as £t [f]or constant input power applied to a transducer 
through a range of discrete frequencies, the envelope of the output powers at each of those 
frequencies over the given range, 77 Larousse Dictionary of Science and Technology, at page 
452 (1995), a copy of the relevant page of which is included with this response for the 
Examiner's convenience. It should be noted that the cable loss is not u of the amplifier, as 
asserted by the Examiner, but instead is external to the amplifier disclosed therein. The input 
power applied to the amplifier of Ibukuro varies according to the signal loss associated with 
the transmission cable. Indeed, Ibukuro expressly teaches that "[t]he AGC amplifier 

23244GIQ.I 

16 



Received from < > at 8/21/03 10:52:58 AM [Eastern Daylight Time] 



1)025 



Application No.: 09/631,743 Attorney Docket No. 49581-P022US-09906908 

compensates cable loss to restore an amplitude so that a gain thereof is controlled by the peak 
detector and the DC amplifier to restore a peak of a wave equalized at the equalizer," column 
1, lines 29-32. Accordingly, Ibuhiro does not fairly teach that the frequency response offlig 
ampjifier is maintained, but instead teaches that the gain of the amplifier is adjusted to 
compensate for variations in the input power applied to the amplifier associated with cable 
loss. As such, claim 1 and the claims dependent therefrom axe asserted to be allowable over 
the 35 U.S.C. § 102 rejection of record. 

Independent claim 25 has been amended by the present Amendment to include the 
limitations of claim 26. Accordingly, claim 25 now presents claim 26, as originally 
submitted, in independent form. Claim 27 has been amended to depend from amended claim 
25 rather than canceled claim 26. As claim 26 has been indicated by the Examiner to be 
allowable, it is respectfully asserted that the rejection of record with respect to claim 25, as 
amended, as well as claims 27-35 dependent therefrom, is moot. 

m. The 35 U.S.C. § 103 Rejections 

Claims 2, 3, 5, and 6 stand rejected under 35 U.S.C. § 103(a) as being unpatentable 
over Ibukuro. To establish a prima facie case of obviousness, three basic criteria must be 
met, see MJP-E-P- § 2143. First, there must be some suggestion or motivation, either in the 
references themselves or in the knowledge generally available to one of ordinary skill in the 
art, to modify the reference or to combine reference teachings. Second, there must be a 
reasonable expectation of success. Finally, the prior art reference (or references when 
combined) must teach or suggest all the claim limitations. Without conceding the remaining 
criteria, Applicant respectfully asserts that the references lack proper motivation to have led 
one of ordinary skill in the art to make the necessary modifications. 

The prior arguments with respect to the Examiner' sprivna facie case of obviousness 
submitted by Applicant in the Response filed July 29. 2002, are believed to still be applicable 
to the above rejection of recoid and are, accordingly, incorporated herein. However, for the 
sake of brevity, those arguments will not be repeated herein. Applicant respectfully requests 
that the Examiner reconsider Applicant's previous arguments, with respect to insufficient 
motivation to combine the references, in combination with the comments set forth below. 
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In response to Applicant's previous assertions in the Response filed July 29, 2002, 
that proper motivation to modify the applied reference under 35 U.S.C. § 102 has not been 
established, the Examiner asserts that one reason is to vary gain. However, the system of 
Ibulatro as taught provides for varying gain, see e.g., column 3, lines 32-35, and Figure IB. 
The hypothetical person skilled in the art can summarily be described as one who thinks 
along lines of conventional wisdom in the art 7 and as being neither one who undertakes to 
innovate nor one who has the benefit of hindsight. Applicant does not understand how the 
Examiner can rely upon varying gain as a reason to modify Ibukuro to meet the present 
claims when Ibukuro in its unmodified state already varies gain. 

The Examiner further offers that another reason for modification of Ibukuro to meet 
the present claims is to utilize a balanced signal as is conventionally done. Applicant 
previously asserted that there is nothing in the disclosure of Ibukuro to teach or suggest the 
use of a balanced transistor configuration (all the claim limitations must be taught or 
suggested by the prior art, M.PJB.P. § 2143,01). However, Applicant's specification does 
teach differential arrangement as relied upon by the Examiner in opining that it would have 
been obvious to modify Ibukuro to meet the present claims. Applicant therefore concluded 
that the Examiner must be relying upon hindsight gleaned from Applicant's disclosure in 
rejecting the claims. In response, the Examiner asserts that Applicant believes that Ibukuro 
must be the only reference that must suggest the combination. As Ibukuro is the only 
reference applied in the Office Action, and the Examiner has failed to properly take official ^ 
notice (see M.P.E.P. § 2144.03), Applicant's only logical conclusion is that the Examiner has 
improperly relied upon the disclosure provided by Applicant. However, if the Examiner is 
relying upon personal knowledge or taking official notice of some fact, the Examiner is 
hereby requested under Rule 37 CF.R. §1.1 04(d)(2) to provide and make of record an 
affidavit setting forth his data as specifically as possible for the assertion, or alternatively 
under M-P.E.P. §2144.03 the Examiner is hereby requested to cite a reference in support of 
the assertion. Otherwise the rejection of record should be withdrawn. 

With respect to claims 5 and 6, Applicant showed in the Response filed July 27, 2002, 
that Ibukuro teaches away from the recited single chip configuration. The Examiner has not 
addressed the fact that Ibukuro teaches away from the configuration of these claims and, 
instead, merely restates that integration is a well-known structure to save space, see the final 
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Office Action at page 4. It is respectfully asserted that a prima facie case of obviousness has 
not heen established with respect to claims 5 and 6. 

TV. Summary 

In view of the above, each of the presently pending claims in this application is 
believed to be in immediate condition for allowance. Accordingly, the Examiner is 
respectfully requested to withdraw the outstanding rejection of the claims and to pass this 
application to issue. 

Applicant respectfully requests that the Examiner call the below listed attorney if the 
Examiner believes that a discussion would be helpful in resolving any remaining problems. 

Dated: January 3, 2003 Respectfully submitted, 

b v V:< r~" 

R- Ross Viguet 

Registration No.: 42,203 
FULBRIGHT $c JAWORSKI L.L.P. 
2200 Ross Avenue 
Suite 28 00 
Dallas, Texas 75201 
(214) B55-8000 
(214) 855-8200 (Fax) 
Attorneys For Applicant 
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Version With Markings to Show Changes Made 



25. (Amended) A method for providing variable gain amplification comprising the 
steps of; 

selecting an operating mode of a plurality of operating modes of an amplifier based at 
least in part on an input signal characteristi c, wherein said selected operating mode of said 
amplifier maintains a particular Third-Order Intercept Point C3P31 : and 

varying a gain of said amplifier based at least in part on said selected operating mode. 

Claim 26 has been canceled by this Amendment 

i 

27. (Amended) The method of claim [26] 25, wherein said amplifier comprises a 
plurality of amplification stages, each of said amplification stages having a variable gain 
contribution to a total gain of said amplifier, and wherein said varying said gain step 
comprises the steps of: 

selecting a particular amplification stage for manipulation based at least in part on 
said selected operating mode; and 

varying a gain of said selected amplification stage. 
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